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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)K Responsive to communication(s) filed on 27 April 2004 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 
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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1 . This Office action acknowledges the applicant's amendment submitted 27 April 
2004. Claims 1, 2, 4-7, and 14-18 are pending in the application. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Drawings 

3. The replacement drawings filed 30 July 2003 are acceptable. 

Claim Rejections - 35 USC § 103 

4. Claims 1, 2, 4, 16 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fitz Gerald (US 1 ,272,41 1) in view of Novak (US 2,299,027) and 
Worley(US 4,971,197). 

Regarding claims 1, 2, and 16, Fitz Gerald discloses a tubular case (2, 3, 4, 5); 
an opening (as shown, Figure 1); a lid (6, 7); a bottom (10); and an inclined extracting 
outlet (opening formed by the bending of flaps 14 and 15). The case of Fitz Gerald is 
capable of functioning as claimed by the applicant and meets all limitations claimed by 
the applicant except: 

Fitz Gerald does not disclose a "square" tubular case or unit packages containing 
a plurality of stick-like articles. 
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Worley teaches that it was known in the art to place plural batteries (i.e. stick-like 
articles) in a unit package. Novak teaches that it was known in the art to provide 
stacked batteries in a square-tubular dispensing case aligned in parallel with the front 
wall of the case. The case of Fitz Gerald is general in nature and capable of dispensing 
a variety of products. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to fabricate the case of Fitz Gerald with a square shape in 
order to accommodate the shape of the product contained. A change in shape has 
been generally recognized as being within the level of ordinary skill in the art. Further, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to provide unit packages of batteries in the container of Fitz Gerald as taught by 
Worley and Novak in order to present the batteries for consumer purchase. 

As to claim 4, Fitz Gerald discloses bottom surface (9). 

Regarding claim 18, the case of Fitz Gerald-Novak-Worley, as applied to claim 
16 above, discloses the claimed invention except for the extracting outlet that extends to 
portions of the front and rear walls. 

Novak teaches the extracting outlet having an opening that extends to portions of 
the adjacent walls in order to facilitate gripping of the article for extraction (see Figure 2 
and Col. 4, lines 3-1 1 ). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to provide the case of Fitz Gerald-Novak-Worley with 
an extracting outlet extending to portions of the front and rear wall as taught by Novak in 
order to facilitate gripping of the article for extraction. 
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5, Claims 5 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fitz Gerald in view of Worley and Novak as applied to claim 1 above, and further in view 
of Carlson et al (US 5,460,322). 

Regarding claim 5, the dispensing package of Fitz Gerald-Worley-Novak meets 
all limitations claimed by the applicant except for a suspending piece. 

Carlson et al discloses a square tubular dispensing package (Figures 7-9) with a 
suspending piece (40). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to provide the dispensing package of Fitz Gerald- 
Worley-Novak with a suspending piece as taught by Carlson et al for the obvious 
reason of hanging the dispensing package from a rod commonly used in retail store 
displays. 

Regarding claim 14, the dispensing package of Fitz Gerald-Worley-Novak 
discloses a dispensing package assembled by a single sheet (Fitz Gerald, Figure 5) 
having a front wall (2), a rear wall (3), a right side (4), a left side (5), flaps (6) and top 
wall (7), and bottom wall (9); and a separate base (Fitz Gerald, Figure 6, items 10, 11, 
12, 13) including a top surface (10) which is inclined (as shown, Fitz Gerald, Figure 2). 
The package of Fitz Gerald-Worley-Novak meets all limitations claimed by the applicant 
except for a tear-off portion for forming the extracting outlet. 

Carlson et al discloses a square tubular dispensing package (Figures 7-9) with a 
tear-off portion (50) for forming the extracting outlet. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to provide the dispensing 
package of Fitz Gerald-Worley-Novak with a tear-off portion for forming the extracting 



Application/Control Number: 09/936,757 Page 5 

Art Unit: 3728 

outlet as taught by Carlson et al in order to maintain a sealed container until the 
presentation to the consumer. The examiner notes that tear-off portions are common 
and conventional in the dispensing carton art. 

6. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fitz 
Gerald in view of Worley and Novak as applied to claim 1 above, and further in view of 
Weiss (US 5,836,478). 

The dispensing package of Fitz Gerald-Worley-Novak meets all limitations 
claimed by the applicant except for at least a front wall being transparent. 

Weiss discloses a dispensing package (10) with transparent walls (Col. 2, II. 50- 
53). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to fabricate the dispensing package of Fitz Gerald-Worley-Novak 
with transparent walls in order to enable the visual inspection of the contents. 

7. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fitz 
Gerald in view of Worley and Novak as applied to claim 1 above, and further in view of 
Klein, Sr. (US 3.927,809). 

The dispensing package of Fitz Gerald-Worley-Novak meets all limitations 
claimed by the applicant except for a partition. 

Klein, Sr. discloses a dispensing package (Figures 4 and 5) with a partition (C). 
Klein, Sr. teaches the partition for separating used and unused components in the same 
container (Col. 2, II. 25-39). It would have been obvious to one of ordinary skill in the art 
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at the time the invention was made to provide the dispensing package of Fitz Gerald- 
Worley-Novak with a partition as taught by Klein Sr. in order to distinguish between the 
used and unused batteries while maintaining a single container for disposal and 
transport. 

8. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fitz 
Gerald. 

Fitz Gerald discloses a tubular case (2, 3, 4, 5) having sidewalls (4, 5) and a 
bottom (10, 11, 12, 13), the bottom having an inclined top surface (10); an opening (as 
shown. Figure 1); a lid (6, 7); and an inclined extracting outlet (opening formed by the 
bending of flaps 14 and 15). The case of Fitz Gerald is capable of functioning as 
claimed by the applicant and meets all limitations claimed by the applicant except: 

Fitz Gerald does not disclose a "square" tubular case. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to fabricate 
the case of Fitz Gerald with a square shape in order to accommodate the shape of the 
product contained. Such a modification would be an obvious matter of design choice. 



Allowable Subject Matter 

9. Claim 15 is allowed. 
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10. As allowable subject matter has been indicated, applicant's reply must either 
comply with all formal requirements or specifically traverse each requirement not 
complied with. See 37 CFR 1 .11 1(b) and MPEP § 707.07(a). 

Response to Arguments 

1 1 . Applicant's arguments filed 27 April 2004 have been fully considered but they are 
not persuasive. 

12. In response to the applicant's argument that the cutout created by flap 14 is not 
large enough to dispense articles, the examiner notes that there is no specific size 
claimed for the stick-like articles. The cutout created by flap 14 is capable of dispensing 
articles depending upon the size of those retained. 

13. In response to the applicant's argument that the lip (13) and shelf (16) of Fitz 
Gerald would prevent the dispensing of batteries, the examiner asserts that the package 
of Fitz Gerald, as modified with the square shape of Novak, would have been capable of 
dispensing the unit packages denoted as item (12) in Figure 3 of Worley (see for 
example, Fitz Gerald lines 79-89). 

14. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
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hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971 ). The motivation for dispensing batteries can be found in Novak. 

1 5. In response to the applicant's arguments concerning claim 1 7, the examiner 
notes that no product is claimed and that the package of Fitz Gerald need only be 
capable of functioning as claimed. The opening created by flap (14) is capable of 
allowing the passage of articles. Further, a change in form or shape is generally 
recognized as being within the level of ordinary skill in the art, absent any showing of 
unexpected results, /n re Da/7ey ef a/., 149 USPQ 47. A change in aesthetic 
(ornamental) design generally will not support patentability. In re Seid, 73 USPQ 431 . 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory Pickett whose telephone number is 703-305- 
8321 . The examiner can normally be reached on Mon-Fri, 9:30 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on 703-308-2672. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Examiner 
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